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Serial No. 
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Group Art Unit : 2711 
Examiner : 

As s i s t an t Commi s s i one r 

for Patents 
Washington, D.C. 20231 

TRANSMITTAL LETTER FOR SUPPLEMENTAL 
INFORMATION DISCLOSURE STATEMENT 

Sir: 

Transmitted herewith is an Supplemental 

Information Disclosure Statement in the above-identified 

application. This Statement is submitted: 

[ ] within three months of the application filing 
date; 

[X] more than three months from the application 
filing date but before the mailing date of 
the first Office Action on the merits. 

In accordance with 37 C.F.R. § 1.97, submission of 

this Statement requires no fee. However, if for any reason 

a fee is due, the Commissioner is hereby authorized to 

charge payment of any fees required in connection with this 

Information Disclosure Statement to Deposit Account 



No. 06-1075. A duplicate copy of this letter is transmitted 
herewith. 




Attorney for Applicants 
FISH & NEAVE 

1251 Avenue of the Americas 
New York, New York 10020-1104 
Tel.: (212) 596-9000 



I Hereby Certify that this 
Correspondence is being 
Deposited with the U.S. 
Postal Service as First 
class Mail in an Envelop* 
Addressed to: ASSISTANT 
C02JMISSIONBR FOR 
PATENTS 

WASHINGTON, D,C. 20231 OH 

Lor4r N. scott / — t u 
Signature of Person Signing 
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Assistant Commissioner 

for Patents 
Washington, D.C. 20231 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 
PURSUANT TO 37 C.F.R. §1.97 



Sir: 



Pursuant to 37 C.F.R §§ 1.56 and 1.97, applicant hereby 
make of record the following patents in the above-identified 
application: 



Foreign Patent Documents 



WO 93/22877 PCT 
WO 98/26584 PCT 



11/11/93 
06/18/98 



Copies of the aforementioned references, which are listed on the 
accompanying Form PTO-1449 (submitted in duplicate), are enclosed 
herewith . 



* 




Precautionary Certification 
Pursuant to 37 C.F.R. § 1.97(e) 



The information contained in this Supplemental 



Information Disclosure Statement was cited in a communication 
from a foreign patent office in a counterpart foreign application 
not more than three months prior to the filing of this Statement. 
In particular, these references were cited in a March 17, 2000 
Partial International Search Report in applicants' corresponding 
PCT patent application PCT/US99/28128 . A copy of that Search 
Report is enclosed herewith. 



Consideration of the foregoing in relation to this 



patent application is respectfully requested. 



Correspondence 1b being 
Deposited with the U.S. 
Po3tal Service as First 
Class Mail in an Envelope 

Addressed to: ASSISTANT 
COMMISSIONER FOR 
PA1 T SNTS 

WASHINGTON, D.C. 20231 on 



RicMfera fc< Teustel 
Re<f. No. P-46, 698 
Attorney for Applicants 
FISH & NEAVE 
Customer No. 1473 
1251 Avenue of the Americas 
New York, New York 10020-1104 
Tel.: (212) 596-9000 
Fax: (212) 596-9090 



Respectfully subletted, 




I Hereby Certify that thi0 
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PATENT AND TRADEMARK OFFICE 
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STATEMENT BY APPLICANTS 



ATTY. DOCKET NO. 
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SERIAL NO. 

>7,941 *T 



09g§7 



APPLICANTS 

Edward B. Knudson et al. 



FILING DATE 
July 16, 1999 
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FOREIGN PATENT DOCUMENTS 



EXAMINER 
INITIAL 


DOCUMENT NUMBER 


DATE 


COUNTRY 


CLASS 


SUBCLASS 


TRANSLATION 


YES 


NO 




WO 93/22877 


11/11/93 


PCT 


H04N 


7/173 








WO 98/26584 


06/18/98 


PCT 


H04N 


5/445 







































































































OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Etc.) 



EXAMINER 
INITIAL 




EXAMINER J-^ /^..JLj ^ DATE CONSIDERED 



EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP 609; Draw line through citation 
if not conformance and not considered. Include copy of this form with next communication to applicant. 



. cNT COOPERATION TREA 



TV* 



From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

FISH & NEAVE R E C E 

Attn. Treyz.G Victor 

1251 Avenue of the Americas , 
New York, NY 10020 MAR 2 ' 

UNITED STATES OF AMERICA 



FISH 4 
REFERRED TO 
NOTED BY ^14* 



PCT 

V BJCfTATION TO PAY ADDITIONAL FEES 
2000 ( PCT Article 17(3)(a) and Rule 40.1) 



Date of mailing 
(day/monthfyear) 



17/03/2000 




ent's file reference 



PAYMENT DUE 



within 45 tfttXtfis/days 
from the above date of mailing 



International application No. 

PCT/ US 99/28128 



International filing date 
(day/month/year) ^ j jg^g 



Applicant 

UNITED VIDEO PROPERTIES, INC 



1 . This International Searching Authority 
(i) considers that there are _ 



. (number of) inventions claimed in the international application covered 



by the claims indicated tttOXtf/on the extra sheet: 



and it considers that the international application does not comply with the requirements of unity of invention 
(Rules 1 3.1 , 1 3.2 and 1 3.3) for the reasons indicatecMJSew/on the extra sheet: 



(ii) [x] has carried out a partial international search (see Annex) Q will establish the international search report 

on those parts of the international application which relate to the invention first mentioned in claims Nos.: 

1-16,21-37,42-58,63 

(Hi) will establish the international search report on the other parts of the international application only if, and to the extent 
to which, additional fees are paid 

2. The applicant is hereby invited, within the time limit indicated above, to pay the amount indicated below: 

FUR 945 r 00 x 3 = FUR 2.835.QQ 

Pee per additional invention number of additional inventions total amount of additional fees 



Or, : x = 

The applicant is informed that, according to Rule 40.2(c), the payment of any additional fee may be made under protest, 

i.e., a reasoned statement to the effect that the international application complies with the requirement of unity of invention 
or that the amount of the required additional fee is excessive. 

3. |~| Claim (s) Nos have been found to be unsearchable under 

— Article 17(2)(b) because of defects under Article I7(2)(a) and therefore have not been included with any invention. 



Name and mailing address of the International Searching Authority 
European Patent Office, P.B. 5818 Patentlaan 2 
NL-2280 HV Rijswijk 



Qjtt Tel. (+31 -70) 340-2040, Tx. 31 651 epo nl, 
Fax: (+31-70) 340-3016 



Authorized officer 

Hans Pettersson 



Form PCT/ISA/206 (July 1992) 




INVITATION TO PAY ADDITIONAL FEES 




0- 



International application No. 



PCT/US 99/28128 



This International Searching Authority found multiple (groups of) 
Inventions In this International application, as follows: 

1. Claims: 1-16, 21-37, 42-58, 63 

Interactive EPS (Electronic Program Guide) listings 
displayed with separators. 

Interactive EP6 arrows corresponding to actions available on 
the remote control of a user. 

Interactive EPG provides the user with local Information 
data. 

Interactive EPG that can auto-tune channels when the user 
wants to change of channel. 

Interactive EPG that provides the user with a function to 
search 1n displayed program listings. 
EPG customizable with a given subset of promotional videos 
according to the current promotional philosophy. 



2. Claims: 17-19, 38-40, 59-61 

Interactive EPG overlays displayed during a limited time 
while watching a TV program 



3. Claims: 20, 41, 62 

Interactive EPG enabling to view and set programs as favorite 



4. Claims: 64-81 

Users can centrally lock or unlock programs and bypass locks 
when desired 



The International Search Authority considers that the present 
application contains 4 Inventions. This observation 1s based on the 
following reasons: 

The closest prior art Identified, H0-A-98/26584, discloses: 

an Internet program guide system that allows a user at a multimedia 
system to access Information related to television programs over an 
Internet communications link. The user can view television program 
guide listings and related video stills and video clips. The user can 
perform database searches on the program guide listings (e.g., to 
search for a particular type of television program). If desired, the 
user can select an option that directs the multimedia system to tune 
directly to a television channel for a selected program or to a 
related television program guide or movie guide service on a 
television channel. The user can order pay-per-view events using the 
system. 



Form PCT/lSA/208 (extra sheet) (July 1992) 



page 1 of 2 



i 




INVITATION TO PAY ADDITIONAL FEES 
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Inte rna tional application No. 



PCT/US 99/28128 



1. W0-A-98/26584 discloses all the features of claims 1-7,10-16, 
21-28,31-37,42-49,52-58,63. It deprives them of novelty and already 
solves the problem underlying the first Invention. Therefore none of 
the features of claims 1-7,10-16,21-28,31-35,37,42-49, 52-56,58,63 can 
be seen to make a contribution on this prior art (Special Technical 
Feature, Rules 13(2)). The dependent claims 8,9,29,30,50 and 51 relate 
to the highlight or color change of the on-screen-arrow when the user 
performs an action. This feature are not known from the prior art 
document and, therefore, there can be considered to be the STF of the 
first invention. Thus, on the basis of the newly determined STF, a new 
objective problem needs to be formulated. This could be said to be an 
improvement of arrow signal Izat Ion when scrolling program listings. 

2. From the comparison of claims 17-19 (claims 17-19, 38-40, 59-61: 
2nd invention) the following feature can be seen to make a 
contribution over the prior art: 

- display of a given overlay (flip, browse or none of them) during a 
user sett able period of time. 

From this STF the objective problem to be solved by the 2nd invention 
can be seen as a way to avoid repetitive actions of the user by a 
reasonable time-out on the display of program listings after the user 
had got enough time for reading them. 

3. From the comparison of claim 20 (claims 20, 41, 62: 3rd Invention) 
the following feature can be seen to make a contribution over the 
prior art: 

- Interactive EP6 enabling to set programs as favorite after viewing 
them. 

From this STF the objective problem to be solved by the 3rd Invention 
can be seen In a way to customize a tv set and avoid wasting time for 
re-selecting several time a prefered program. 

4. From the comparison of claim 64 (claims 64-81: 4th Invention) 
the following feature can be seen to make a contribution over the 
prior art: 

- Users can centrally lock or unlock programs and bypass locks when 
desired. 

From this STF the objective problem to be solved by the 4th invention 
can be seen In a way to carry out parental control or purchase of 
pay-per-view programs. 
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OF THE 



Anna&Ar 
PARmAL 



-urn PCT/1SA/206 
.LATINO TO THE RESULTS 

TAL international search 



1 



PCT/US 99/28128 



1 .The present communication to an Annex to the Invitation to pay additional fees (Fonn PCT/1SA/206). it snows the 
results of the Internationa] search eststMished on the parts of the International application which relate to the Invention 
first mentioned m claims Nos.: 



2. Th& comfr?unlca^dff I noff fhe^rrtemattonal search report which will be established according to Article 18 and Ride 43. 

3. b? the applicant does not pay any additional search fees, the Information appeartng In this communication wfll be 
considered as the result of the tatemaflonal search and win be Included as such In the International search report. 

4.lf the applicant pays additional fees, the International search report will contain both the Information appearing In this 
communication and the results of the International search on other parts of the International application for which such 
fees will have been paid. 



C, DOCUWfTS CONSDERED TO BE RELEVANT 



Categay* OtaJton at dooimntwlhhdtoalloawrmanicepita^oritwratovai* 



Ratovant to claim Na 



WO 98 26584 A (PREVUE INTERNATIONAL INC) 
18 June 1998 (1998-06-18) 



page 8, line 10 -page 43 

WO 93 22877 A (ICTV INC) 

11 November 1993 (1993-11-11) 



page 8, line 12 -page 34 



1-7, 

10-16, 

21-28, 

31-37, 

42-49, 

52-58,63 



1-3,6, 
22-24, 
27, 

43-45,48 



Further documents are fated In thooontkuodon of box C. 



* S ft o c to l c etecj o rtoa ol dted documents : 

a A a otocunentdetMigtrieoenersje^ 
considered to be of particular relevance 

■E* aartte document btfpuMahwl^ 
fBngdate 

■L" documertwrschmaytrttwd 

which betted to m&j^*mpWofa^<*m*to 

"O* ctocumentiefentng to meed electee^ 



■P* documertpublehed prior tojh^^ 
later then the priority da* "~ 



" i " later document piiifttfied after Biehitat national fUnoj date 
or priority date and not toi corflct wth thespploatlon but 
ct ed I to underetand the principle or theory underlying the 
hiventlon 

*X" document of particular relevance; the claimed frrventton 
oariiotbecoriBidf^nc ^or 

Involve an trivet slve etep when the document Is taken alone 
"Y" docurnent of part jatorelevanoe; the dahnedwrvenfJon 
cannot be considered to Involve an Inventive etep when the 
document tsoornbbiod wlh one or more othereuch docu- 
ments, euch oornbktetton being odvIoub to epsreon c 
r» the art. 

"A" document member of the same patent famly 
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AU 
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U0 
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25-03-1999 
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US 
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02-05-1995 








EP 
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15-02-1995 








JP 


7509817 T 


26-10-1995 








US 


5526034 A 


11-06-1996 








US 


5594507 A 


14-01-1997 








us 
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15-08-1995 








us 
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16-01-1996 
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24-12-1996 








us 


5883661 A 


16-03-1999 
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